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Period foT RepT'''"'' """^^ °' ' " °" cov.r sheet with the correspondence address - 

' Failure to reply within the set or extended period for reply will bv statute ^ nl'ii'.f.I^I^ ""^"'"9 ^^^^ communication. 

Status 

1 )S Responsive to communication(s) filed on 03 September ?nn:i . 
2a)|g| This actionis FINAL. 2b)n This actionis non-final. 

n'riV ^1!?''''''^ 1°""^'*'°" allowance except for formal matters, prosecution as to the merits is 
DIspositioS of Clilms ^"'^ ^'"'"'^ ""^^S ""^ ^^53 O.G. 213 ' 

4) S Claim(s) 1^ is/are pending in the application. 
4a) Of the above claim(s) is/are withdraw^n from consideration. 

5) K| Claim(s)3:5ancL/i:20 is/are allowed. 

6) K| Claim(s) 1.2.6-10 and 21 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) 0 The specification is objected to by the Examiner. 
10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 
a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. U Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 1 7 2(a)) ^ 

See the attached detailed Office action for a list of the certified copies not received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 
^:,^r-^l r °^ foreign language provisional application has been received 

1 5) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 

U.S. Patent and Trademark Office 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) n Notice of Infonnal Patent Application (PTO-152) 

6) 0 Other: 
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DETAILED ACTION 
SpeciHcation 

1 . The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: proper antecedent basis should be provided in the 
specification for the teaching that no more than one of the plurality of appendages is 
pivotally connected to the torso at each articulation point, as now recited In claim 21 . No 
new matter should be entered Into the application. 

Claim Rejections - 35 USC §112 

2. The following Is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canying out his invention. 

3. Claim 21 Is finally rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed Invention, i.e.. New Matter. 

The specification as originally filed does not provide support for the teaching of 
"wherein no more than one of the plurality of appendages is pivotally connected to the 
torso at each articulation point" as now recited in claim 21. 
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Claim Rejections • 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth m section 102 of Uiis title, if the differences between the subject matter sought to bTpatented and 
the pnor art are such that the subject matter as a whole would have been obvious atYe time l5e 

pTnZT K"^f ' 11" '""'"9 to which said sulSLt rnatterpeSns 

Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-2. 6-10 and 21 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over Smith in view of Wion. 

Smith discloses in Figs 1-6, a character object [doll 16] comprising an artistic 
layer [paper applique 20], at least one magnet [magnetic body 18] as recited in claim 1 . 

Smith does not disclose articulation points, pivotal connection, the first and 
second leg members have at least two articulated members as recited in claim 6. the 
character object having third and fourth leg members as recited in claim 7, the first and 
second arm members have at least two articulated segments as recited in claim 8 and a 
head member as recited in claim 10. 

Wion teaches the concept of providing an articulated figure having a plurality of 
articulation points [Figs 1 and 2], a plurality of appendages pivotally connected to the 
torso and the first and second leg members have at least two articulated members 16. 
17. 19 and 20. a head member 1 and the first and second arm members have at least 
two articulated segments. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to provide the device of Smith with the missing 
elements as taught by Wion in order to enable the figure to be held in any one of a wide 
variety of desired positions making the toy more fun to play with. 
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With respect to the character object having third and fourth leg members. Wion 
reference further recognizes that the character object may also represent an animated 
object such as a dog [col 3 line 22]. It would have been obvious to provide the device of 
Smith with the third and fourth leg members as suggested by Wion in order to represent 
animals such as a dog. a cat or a horse making the toy more fun to play with. 

Allowable Subject Matter 

6. Claims 3-5 and 1 1 -20 are allowed. 

Resporise to Arguments 

7. Applicant's arguments with respect to claims 1-10 have been considered but are 
moot in view of the new ground(s) of rejection. 

In response to applicant's main argument in page 1 0, that the rejection of claim 1 
under U.S.C. § 103 should be withdrawn because the proposed modification by the 
examiner would destroy the secondary reference, the examiner would like to point out 
that both Smith and Wion references are concerned to provide a figure made out of 
planner sheet of magnetic material in order that a surface to surface contact can be 
achieved between the figurine and a metallic surface. In addition, the Wion reference 
teaches that the figure can be articulated. Therefore, the combined teachings of the 
references would have suggested to those of ordinary skill in the art without destroying 
the secondary reference. 

The test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. 
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Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller. 642 F.2d 413, 208 
USPQ 871 (CCPA 1981). The question under 35 USC §103 is not merely what the 
references expressly teach but what they would have suggested to one of ordinary skill 
in the art at the time the invention was made. See Merck & Co., Inc. v. Biocraft 
Laboratories, Inc.. 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir. 1989) and In re Keller, 
642 F.2d 413. 208 USPQ 871 (CCPA 1981). While there must be some suggestion or 
motivation for one of ordinary skill in the art to combine the teachings of references, it is 
not necessary that such be found within the four corners of the references themselves: 
a conclusion of obviousness may be made from common knowledge and common 
sense of the person of ordinary skill in the art without any specific hint or suggestion in a 
particular reference. See In re Bozek, 416 F.2d 1385, 163 USPQ 545 (CCPA 1969). In 
this case, the artisan would have been motivated to provide the device of Smith with the 
missing elements in order to enable the figure to be held in any one of a wide variety of 
desired positions making the toy more fun to play with and to provide the device of 
Smith with the third and fourth leg members in order to represent animals such as a 
dog, a cat or a horse making the toy more fun to play with. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
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not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392. 170 USPQ 209 (CCPA 
1971). 

In this case, one of the ordinary skill in the art taking into account only knowledge 
which was within the level of his/her ordinary skill at the time the claimed invention was 
made, and without including knowledge gleaned only from the applicant's disclosure 
would have been motivated to further modify the device of Smith as stated above. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within 

TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Faye Francis whose telephone number is 703-306- 
5941 . The examiner can normally be reached on M-F 6:30-3:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on 703-308-1745. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-9302 for 
regular communications and 703-872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1148. 



